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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1 .17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.1 14. Applicant's submission filed on July 2, 2008 has been entered. 

Reissue Declaration 

2. The reissue oath/declaration filed with this application is defective because it fails to 
identify at least one error which is relied upon to support the reissue application. See 37 CFR 
1.175(a)(1) and MPEP § 1414. Applicant's declaration merely states that claims are presented 
that are broader in scope than the original patent claims. The declaration is defective because it 
does not properly state what error is being corrected with enough specificity. MPEP 1414 part II 
(C) states in part: 

Any error in the claims must be identified by reference to the specific claim(s) 
and the specific claim language wherein lies the error. A statement of " ... failure 
to include a claim directed to . . and then presenting a newly added claim, would 
not be considered a sufficient " error" statement *>because< applicant has not 
pointed out what the other claims lacked that the newly added claim has, or vice 
versa. 

3. Claims 23-43 are rejected as being based upon a defective reissue declaration under 35 
U.S.C. 251 as set forth above. See 37 CFR 1.175. 
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The nature of the defect(s) in the declaration is set forth in the discussion above in this 
Office action. 

Response to Arguments/Amendments 

4. It is noted that the format of the claims does not comply with reissue practice. Because 
all claims present are newly added claims with respect to the original patent, the new claims 
should be underlined in their entirety. 

5. The 35 USC 1 12, 1 st paragraph and 35 USC 102(b) rejections set forth in the prior Office 
action have been withdrawn in response to Applicant's amendments to the claims. However, 
upon further search and consideration of the amended claims, the art of Skrivanek et al. and 
Regan et al. are now applied. 

Claim Rejections - 35 USC § 112 

6. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

7. Claim 28 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Claim 28 recites the limitation "modifying at least the portion" in line 1 . There is 
insufficient antecedent basis for this limitation in the claim. Further this limitation is vague and 
indefinite because it is confusing. Claim 23 appears to require that modifying is performed by 
contracting or expanding the first coating, which contradicts claim 28. 
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Claim Rejections - 35 USC § 102 

8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

9. Claims 23, 25, and 27 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Skrivanek et al. (US 5,650,217). 

Skrivanek et al. discloses a method of forming a pattern of at least two coatings onto a 
base substrate comprising: providing a base substrate; applying a first expandable coating to at 
least part of the base; applying a second coating over at least a portion of the first coating, where 
the second coating is dark, dense color; and applying energy to said portion of the first coating 
through an over-covered region of the second coating such that the first coating expands to form 
a pattern (see abstract and col. 7). As to claim 25, Skrivanek et al. teaches that the second 
coating is dark, dense color, preferably black, and thus substantially opaque. Skrivanek et al. 
also teaches that the second coating may be printing-applied ink, may be in the form of inked 
indicia, and may comprise metal (col. 7, lines 21-34). As to claim 27, the first and second 
coatings are applied to the side of a substrate. 
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Claim Rejections - 35 USC § 102/103 

10. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

11. Claims 23, 25, 27-29, 31-34, 36-39, and 41-43 are rejected under 35 U.S.C. 102(b) as 
being anticipated by or, in the alternative, under 35 U.S.C. 103(a) as obvious over Regan et al. 
(US 4,210,693). 

Regan et al. discloses a method of forming a pattern of at least two coatings onto a base 
substrate comprising: providing a base substrate 14 having at least three surfaces; applying a 
first foamable coating 17 on at least part of the substrate; applying at least a second coating over 
at least a portion of the first coating; and applying energy to the first coating through an over- 
covered region of the second coating wherein the first coating expands to form a pattern (col. 3, 
line 56 to col. 4, line 23). 

With respect to independent claims 32, 37, and 41 , which require coating on the edge of 
the base substrate to form edge alignment, it is noted that Figure 2 illustrates that the right side of 
the product is an edge (since it has a straight-line edge, as opposed to the left side which 
indicates that the product continues to the left) and there are first 17 and second 19 coatings 
thereon at the edge. Alternatively, if Applicant contends that Figure 2 does not illustrate an 
edge, it would have been obvious for one having ordinary skill to have applied the first foamable 
coating 17 and second actinic radiation coating 19 at the edges of the substrate 14 because Regan 
et al. implies that the entire substrate is coated (which would include the edges) and because 
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Regan et al. discloses the use of knife-on-roll coaters which would apply coatings to the edges as 
well as the centers. 

As to claim 25, Regan et al. discloses application of a decorative ink coating applied on 
top of the foamable coating 17. Alternatively, as to claims 25, 34, 38, the actinic radiation 
coating may be considered an ink since it may be applied using printing stations (col. 3, lines 5- 
7) and since it may be colored (col. 6, line 34). 

As to claims 28-29, 31, and 40, Regan et al. discloses that its product may be used as 
floor or wall covering or as a sheet good for coating metals, glass, or wood, etc. (col. 1, lines 11- 
16, and col. 4, lines 21-22). Thus the product would be transferred to a material or object. In the 
case of transferring to a glass object/material, it is noted that the substrate and coatings thereon 
would be proximate a see-through surface, and the edges would define light passages. 

As to claim 33, Regan et al. teaches that the substrate may be formed of plastic (col. 7, 
lines 5-8). 

As to claim 36, it is noted that the actinic radiation curable coating is light absorbing. 

Claim Rejections - 35 USC §103 
12. Claims 24, 26, and 28-43 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Skrivanek et al. 

As to claim 24, Skrivanek et al. teaches that the first and second coating materials may be 
initially applied to a substrate 1 12 and then the coated substrate may be transferred or adhered to 
an object (col. 13, lines 21-27). Alternatively, Skrivanek et al. teaches that the coatings may be 
first applied to a substrate having a release coating thereon, and then transferring the coatings to 
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a substrate (col. 5, line 65 to col. 6, line 3, and col. 8, lines 56-67). While Skrivanek et al. does 
not expressly teach the use of heat or pressure to transfer or adhere the coatings to an 
object/substrate, it would have been obvious for one skilled in the art to have used either heat or 
pressure to adhere the coated substrate to the object since such means for enhancing adhesion are 
well known in the art. As to claims 29-3 1 , it would have been obvious to have adhered the 
coated substrate to a see-through surface since Skrivanek et al. teaches that its invention can be 
applied to "any object". Skrivanek et al. uses the example of applying its invention to a door. It 
is well known that doors are often made of see-through glass, and thus it would have been 
obvious to one having ordinary skill in the art to have applied the invention of Skrivanek et al. to 
a see-through glass door. As to claim 29, it would have been obvious to have used adhesive for 
adhering the coated substrate since the use of adhesive is a well known means for adhering one 
object to another. 

With respect to claims 32-43, Skrivanek et al. teaches that its invention "can be applied to 
any object, whether flat or three-dimensional" (col. 13, lines 22-23). Skrivanek et al. discloses 
application to a nonwoven, plastic substrate, which is a substrate having at least three surfaces 
including a desired pattern of edges. Further, Skrivanek et al. teaches that the first coating is 
applied over the entire surface of the substrate, which would be inclusive of the edges (see claim 
1). Skrivanek et al. does not disclose that its second coating is applied along the edges of the 
substrate with perimeter coating alignment along at least one edge. However Skrivanek et al. 
broadly discloses the application of any pattern or "any visually perceptible image" for its second 
coating (col. 7, lines 24-26), and the reference is not limiting as to the placement of the second 
coating in any way but rather is a matter of design preference. It would have been obvious to 
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one having ordinary skill in the art to have applied the second coating of Skrivanek et al. along at 
least one edge as a matter of design preference with the expectation of successful results, thus 
resulting in perimeter coating alignment of the coatings and substrate. 

As to claims 34-36 and 38, as discussed above, Skrivanek et al. teaches that the second 
coating is dark, dense color, preferably black, and thus substantially opaque. Skrivanek et al. 
also teaches that the second coating may be printing-applied ink, may be in the form of inked 
indicia, may be light absorbing, or may comprise metal (col. 7, lines 21-34). 

Claims 39-40 are rejected for the same reasons discussed above with respect to claims 24 

and 26. 

13. Claims 24, 30, and 40 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Regan et al. 

Regan et al. discloses that its product may be used as floor or wall covering or as a sheet 
good for coating metals, glass, or wood, etc. (col. 1, lines 11-16, and col. 4, lines 21-22), as 
discussed above with respect to claims 28-29, 31, and 40. The means for transfer/adherence are 
not disclosed. It would have been obvious for one skilled in the art to have used adhesive 
("liquid" or "treatment") and pressure to adhere the coated substrate of Regan et al. to a material 
or object such as a floor or wall or glass material, etc. since such means for enhancing adhesion 
are well known in the art. 
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Conclusion 

14. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Wolinski et al. (US 3,864,181) is cited for its teachii?|g of applying a foamable, 

expandable coating to a substrate and then applying an overcoat thereon, and thereafter 

o 

subjecting the composite to a heat treatment to expand the first coating. 

15. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kirsten C. Jolley whose telephone number is 571-272-1421 . The 
examiner can normally be reached on Monday to Tuesday and Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Timothy Meeks can be reached on 571-272-1423. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Kirsten C Jolley/ 

Primary Examiner, Art Unit 1 792 
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